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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 22 January 2001 . 
2a)Q This action is FINAL. 2b)(Sl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 2J5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Ciaim(s) 2z5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are objected to by the Examiner. 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 

a)D All b)Q Some*c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) Q Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



1 8) D Interview Summary (PTO-41 3) Paper No(s). . 

1 9) □ Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 01-01) 
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DETAILED ACTION 

1 This application is a 371 of PCT/JP97/04056 which claims the benefit of the priority of 
Japanese Patent Application Number 8-301429, filed 11/13/96. 

2. Applicant's election without traverse of Group II in Paper No. 18 is acknowledged. 
Claims 2-5 are pending and are rejected. 

3. Claim 2 will only be considered to the extent it reads on the elected nucleic acid 
designated HP10013. 

4. Claim 5 is objected to because it is dependent on cancelled claim 1 . 

Claim Rejections - 35 USC § 101/112 

4. 35 U S C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof , may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4a. Claims 2-4 are rejected because the claimed invention is directed to non-statutory 
subject matter. Claims 2-4 read on a product of nature as it is not 'isolated" and /or 
'purified". This rejection can be overcome by rewriting the claims to include the following 
language, for example, "an isolated DNA or cDNA " 

4b. Claims 2-5 are rejected under 35 U.S.C. 101 because the claimed invention is not 
supported by either a specific and substantial asserted utility or a well established utility. 

Instant claims are directed to cDNAs (SEQ ID Nos: 31 and 56) encoding human 
proteins having transmembrane domains and eukaryotic cells capable of expressing the 
cDNAs. There is no specific utility for these nucleotides, except the prophetic recitation 
of potential uses, which include possible diagnostic and therapeutic use (page: 63, last 
paragraph to page: 64, 1 st paragraph). However, there is no association of the claimed 
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sequences or there products with any particular disease. Also, using these cDNAs as 
molecular weight markers is not considered a specific use as any protein can be used 
as a molecular weight marker. The expression profile shown in figure 4 is for clone 
HP00804 and not for elected clone HP10013. In addition, there are no working 
examples that demonstrate any specific utility. 

Claim Rejections - 35 USC §112 
5 The following is a quotation of the first paragraph of 35 U.S.C. 112: 

S forth the best mode contemplated by the inventor of carrying out h.s mvenfon. 

5a. Claims 2-5 are also rejected under 35 U.S.C. 112, first paragraph. Specifically, 
since the claimed invention is not supported by either a specific and substantial 
asserted utility or a well established utility for the reasons set forth above, one skilled in 
the art clearly would not know how to use the claimed invention. 
5b. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as h.s .nvenhon. 

Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 

Claim 5 is rejected as vague and indefinite for reciting the term "capable of. It is 
not clear what is meant by "capable of expressing DNA or in what way it defines or 
provides a limitation on the DMAs. Therefore, the metes and bounds of this claim is 

unclear. 



Page 4 

Application/Control Number: 09/284,320 
Art Unit: 1647 

6. No daims are allowed Out are apparent* free of the prior art of record. 

Contact Information 
Any inquiry concerning .his communication or eariier communications from the 
examiner should * directed to Jegatheesan Seharaseyon whose telephone number ,s 
703-305-1 112 The examiner can normally be reached on M-F: 8304:30. 

, f tempts to reach the examiner by telephone are unsuccessful, the examined 
supervisor. Gary Kunz can he reached on 703-308-4623. The fax phone numbers for 
the or g ani Z a,,on where this application or proceeding is assi g ned are 703-308-02* for 
reg u,ar communications and 703-308-4227 for After Final communications. 

Any inquiry of a genera, nature or relating to the status of this application or 
pr oceed,ng should be directed to the recess, whose teiephone number is 703-308- 
0196. 
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